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Test Number 123 Name                                                                                                   
Test Series 101

UNITED STATES PATENT AND TRADEMARK OFFICE
REGISTRATION EXAMINATION

FOR PATENT ATTORNEYS AND AGENTS

APRIL 18, 2001

Morning Session (50 Points) Time: 3 Hours

DIRECTIONS

This session of the examination is an open book examination.  You may use books, notes, or other written materials that you believe
will be of help to you except you may not use prior registration examination questions and/or answers.  Books, notes or other written
materials containing prior registration examination questions and/or answers cannot be brought into or used in the room where this
examination is being administered.  If you have such materials, you must give them to the test administrator before this session of the
examination begins.

All questions must be answered in SECTION 1 of the Answer Sheet which is provided to you by the test administrator.  You must use
a No. 2 pencil (or softer) lead pencil to record your answers on the Answer Sheet.  Darken completely the circle corresponding to your
answer.  You must keep your mark within the circle.  Erase completely all marks except your answer.  Stray marks may be counted as
answers.  No points will be awarded for incorrect answers or unanswered questions.  Questions answered by darkening more than one
circle will be considered as being incorrectly answered.

This session of the examination consists of fifty (50) multiple choice questions, each worth one (1) point.  Do not assume any
additional facts not presented in the questions.  When answering each question, unless otherwise stated, assume that you are a
registered patent practitioner.  The most correct answer is the policy, practice, and procedure which must, shall, or should be followed
in accordance with the U.S. patent statutes, the PTO rules of practice and procedure, the Manual of Patent Examining Procedure
(MPEP), and the Patent Cooperation Treaty (PCT) articles and rules, unless modified by a court decision, a notice in the Official
Gazette, or a notice in the Federal Register.   There is only one most correct answer for each question.  Where choices (A) through (D)
are correct and choice (E) is “All of the above,” the last choice (E) will be the most correct answer and the only answer which will be
accepted.  Where two or more choices are correct, the most correct answer is the answer that refers to each and every one of the
correct choices.  Where a question includes a statement with one or more blanks or ends with a colon, select the answer from the
choices given to complete the statement which would make the statement true.  Unless otherwise explicitly stated, all references to
patents or applications are to be understood as being U.S. patents or regular (non-provisional) utility applications for utility inventions
only, as opposed to plant or design applications for plant and design inventions.  Where the terms “USPTO” or “Office” are used in
this examination, they mean the United States Patent and Trademark Office.

You may write anywhere on the examination booklet.  However, do not remove any pages from the booklet.  Only answers recorded in
SECTION 1 of your Answer Sheet will be graded. YOUR COMBINED SCORE OF BOTH THE MORNING AND AFTERNOON
SESSIONS MUST BE AT LEAST 70 POINTS TO PASS THE REGISTRATION EXAMINATION.

DO NOT TURN THIS PAGE UNTIL YOU ARE INSTRUCTED TO
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This examination addresses provisions of the Patent Statute, regulations and MPEP which
were not changed as a result of the enactment of the American Inventors Protection Act
of 1999, Pub. L. No. 106-113 (“Act”). This examination also does address and test
changes to the Patent Statute or regulations brought about by the enactment of the Act.
Some, but not all, questions use the statute and rules, comments to the rules, and
guidelines in place subsequent to November 28, 1999, including the following rule
changes and guidelines in effect on or before January 20, 2001:

? Request for Continued Examination Practice and Changes to Provisional Application Practice;
Final Rule. 65 FR 50092 (Aug. 16, 2000) (including the adoption of changes set forth in Interim
Rule, 65 FR 14865 (Mar. 20, 2000) to §§ 1.7, 1.17(e) and (i), 1.53(d)(1), 1.78(a)(3), 1.97(b),
1.104(c)(4), 1.113, 1.116, 1.198, 1.312, and 1.313(a), (b), (c)(1), (c)(3), and (d)).
? Changes to Permit Payment of Patent and Trademark Fees by Credit Card; Final Rule. 65 FR
33452  (May 24, 2000).
? Revision of Patent Fees for Fiscal Year 2001; Final Rule. 65 FR 49193 (Aug. 11, 2000).
? Changes To Implement the Patent Business Goals; Final Rules. 65 FR 54604 (Sept. 8, 2000).
? Changes to Implement the Patent Business Goals; Final Rule and corrections to final rules. 65
FR 78958 (Dec. 18, 2000).
? Changes to Implement Patent Business Goals; Final Rule, Correction. 65 Fed. Reg. 80755
(Dec. 22, 2000).
? Changes To Implement Patent Term Adjustment Under Twenty-Year Patent Term; Final
Rules. 65 FR 56366, (Sept. 18, 2000).
? Changes to Implement Eighteen-Month Publication of Patent Applications; Final Rule. 65 FR
57024 (Sept. 20, 2000).
? Changes To Implement Eighteen-Month Publication of Patent Applications; Correction. Final
Rule; correction. 65 FR 66502 (Nov. 6, 2000).
? Treatment of Unlocatable  Patent Application and Patent Files; Final Rule. 65 FR 69446 (Nov.
17, 2000).
? Simplification of Certain Requirements in Patent Interference Practice; Final Rule. 65 FR
70489 (Nov. 24, 2000).

? Reestablishment of the Patent and Trademark Office as the United States Patent and
Trademark Office, 65 Fed. Reg. 17858 (April 5, 2000).
? Guidelines Concerning the Implementation of Changes to 35 U.S.C. 102(g) and 103(c) and the
Interpretation of the Term “Original Application” in the American Inventors
? Protection Act of 1999, 1233 O.G. 54-56 (April 11, 2000).
? Supplemental Examination Guidelines for Determining the Applicability of 35 U.S.C. 112,
para. 6, 65 Fed. Reg. 38510-38516 (June 21, 2000); 1236 O.G. 98-104 (July 25, 2000).
? Guidelines Setting Forth a Modified Policy Concerning the Evidence of Common Ownership,
or an Obligation of Assignment to the Same Person, as Required by 35 U.S.C. 103(c), 1241 O.G.
96-97 (December 26, 2000).
? Assignment of Confirmation Number and Time Period for Filing a Copy of an Application by
EFS for Eighteen-Month Publication Purposes, 1241 O.G. 97-98 (December 26, 2000).
? Utility Examination Guidelines, 66 F.R. 1092-1099 (January 5, 2001).
Guidelines for Examination of Patent Applications Under the 35 U.S.C. Sec. 112, para. 1
"Written Description'' Requirement 66 F.R. 1099-1111 (January 5, 2001).   
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1. You are assigned by your firm to prosecute a patent application, which had been prepared
and prosecuted by a former member of the firm.  A Notice of Appeal had been filed and while in
the process of preparing the Appeal Brief, you discover that data in the applicant’s original notes
would materially aid in persuading the Board as to the patentability of the appealed claims.
Accordingly, you incorporate the data in an Affidavit and file the Affidavit with the USPTO
together with the Appeal Brief.  In light of this scenario, which of the following statements is
true?

(A) Since jurisdiction has not passed to the Board, the examiner may admit the
Affidavit but require a showing of good and sufficient reasons why the Affidavit
was not earlier presented.

(B) Since jurisdiction has not passed to the Board, the Board will automatically
remand the Affidavit for consideration by the examiner and hold consideration of
the Appeal Brief in abeyance.

(C) Since jurisdiction has passed to the Board, the Board may or may not consider the
Affidavit as it sees fit.

(D) Although authority from the Board is not necessary to consider the Affidavit, the
examiner may not consider the Affidavit unless it is remanded to the examiner by
the Board.

(E) Since jurisdiction has passed to the Board, the Board will consider the Affidavit
concurrently with the Appeal Brief.

2. You are deciding whether to file continued prosecution applications (CPA) for prior
applications before the earliest of payment of any issue fee on the prior application (and absent
any petition under 37 C.F.R. § 1.313(c)), abandonment of the prior application, or termination of
proceedings on the prior application.  In which of the following circumstances is it proper to use
the CPA procedure to file the application?

(A) To file a divisional application of a prior complete provisional application for a
utility invention filed under 35 U.S.C. § 111(b).  The provisional application has
an actual filing date after June 8, 1995.

(B) To file a continuation-in-part application of a prior complete nonprovisional
utility application filed under 35 U.S.C. § 111(a).  The nonprovisional application
has an actual filing date prior to November 29, 1999.

(C) To file a continuation utility application of a prior complete nonprovisional utility
application filed under 35 U.S.C. § 111(a).  The nonprovisional application has an
actual filing date prior to May 29, 2000.

(D) To file a continuation utility application of a prior complete CPA utility
application.  The prior CPA application has an actual filing date of June 1, 2000,
and is a continuation application of a prior complete utility application filed under
35 U.S.C. § 111(a) having an actual filing date of November 28, 1999.

(E) To file a divisional application of a prior complete nonprovisional plant
application filed under 35 U.S.C. § 111(a).  The nonprovisional application has an
actual filing date after May 29, 2000.



4

3. Which of the following is not in accordance with proper USPTO practice and procedure
regarding patent applications filed in March 2001?

(A) If a non-English reference is submitted in an information disclosure statement, the
applicant shall include a copy of the translation if a written English-language
translation of the non-English-language document, or portion thereof, is within
the possession, custody, or control of, or is readily available to any individual
designated in § 1.56(c).

(B) Each U.S. patent listed in an information disclosure statement must be identified
by inventor, application number, and issue date.

(C) Each publication listed in an information disclosure statement must be identified
by publisher, author (if any), title, relevant pages of the publication, date, and
place of publication.

(D) When the disclosures of two or more patents or publications listed in an
information disclosure statement are substantively cumulative, a copy of one of
the patents or publications may be submitted without copies of the other patents
or publications, provided that it is stated that these other patents or publications
are cumulative.

(E) A copy of any patent, publication, pending U.S. application or other information
listed in an information disclosure statement is required to be provided, even if the
patent, publication, pending U.S. application or other information was previously
submitted to, or cited by, the Office in an earlier application, unless: (1) the earlier
application is properly identified in the information disclosure statement and is
relied on for an earlier effective filing date under 35 U.S.C. 120; and (2) the
information disclosure statement submitted in the earlier application is in full
compliance with appropriate regulations.

4. A maintenance fee in the correct amount is received by the USPTO on February 8, 2001,
prior to the due date.  The maintenance fee payment includes identification of a U.S. patent
number.  In accordance with proper USPTO rules and procedure, in which of the following
situations may the USPTO return the maintenance fee payment?

(A) The maintenance fee payment is submitted by the patentee’s grandmother,
without authorization by the patentee, and includes identification of the U.S.
application number for patent.

(B) The maintenance fee payment is submitted by the attorney of record in the
application, without authorization by the patentee, and includes identification of
the U.S. application number for the patent.

(C) The maintenance fee payment is submitted by the attorney of record in the
application, with authorization by the patentee, and does not include identification
of the U.S. application number for the patent.

(D) (A) and (B).
(E) None of the above.
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Please answer questions 5 and 6 based on the following information.

A patent issued to Joe Inventor on July 25, 2000 based on an application filed in January 1999.
Larry Practitioner was the registered practitioner of record in the application, and all
correspondence from the USPTO during prosecution was directed to Larry at his then-current
address.  At the time he paid the issue fee, Larry designated a “fee address” for payment of
maintenance fees.  Larry moved his office on September 1, 2000, and notified the Office of
Enrollment and Discipline of his new address in accordance with 37 C.F.R. § 10.11.  Larry did
not, however, file a change of correspondence address in the patent file.  An assignment of all
rights in the patent from Joe Inventor to Big Corporation was made September 5, 2000 and was
recorded in the USPTO on September 14, 2000.

5. Under standard USPTO practice and procedure, where will the USPTO send any
Maintenance Fee Reminder?

(A) Joe Inventor’s address as indicated on the inventor’s declaration, unless a change
of address had been filed for Mr. Inventor.

(B) Larry Practitioner’s address prior to September 2000.
(C) Larry Practitioner’s address subsequent to September 1, 2000.
(D) The fee address designated by Larry Practitioner at the time he paid the issue fee.
(E) The address of the assignee as indicated on the assignment recorded in the

USPTO.

6. Under standard USPTO practice and procedure, where will the USPTO send a
communication for Big Corporation concerning a request for reexamination involving the
patent?

(A) Joe Inventor’s address as indicated on the inventor’s declaration, unless a change
of address had been filed for Mr. Inventor.

(B) Larry Practitioner’s address prior to September 2000.
(C) Larry Practitioner’s address subsequent to September 1, 2000.
(D) The fee address designated by Larry Practitioner at the time he paid the issue fee.
(E) The address of the assignee as indicated on the assignment recorded in the

USPTO.
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7. For purposes of determining whether a request for continued examination is in
accordance with proper USPTO rules and procedure, in which of the following situations will
prosecution be considered closed?

(A) The last Office action is a final rejection.
(B) The last Office action is an Office action under Ex Parte Quayle.
(C) A notice of allowance has issued following a reply to a first Office action.
(D) The application is under appeal.
(E) All of the above.

8. Which of the following is not in accord with proper USPTO practice and procedure
regarding ex parte reexaminations filed in March 2001?

(A) In every instance of an interview with an examiner in an ex parte reexamination
proceeding, a complete written statement of the reasons presented at the interview
as warranting favorable action must be filed by the patent owner.

(B) An interview does not remove the necessity for reply to Office actions as
specified in 37 CFR § 1.111.

(C) A patent owner’s reply to an outstanding Office action after the interview does
not remove the necessity for filing the written statement of the reasons presented
at the interview as warranting favorable action.

(D) The written statement must be filed as a separate part of a reply to an Office
action outstanding at the time of the interview, or as a separate paper within one
month from the date of the interview, whichever is later.

(E) Third party requesters have the option of attending interviews, but their presence
is not mandatory.

9. Which of the following is not in accord with proper USPTO practice and procedure?

(A) A written description as filed in a nonprovisional patent application is presumed
adequate under 35 U.S.C. § 112 in the absence of evidence or reasoning to the
contrary.

(B) An examiner may show that a written description as filed in a nonprovisional
patent application is not adequate by presenting a preponderance of evidence why
a person of ordinary skill in the art would not recognize in the applicant’s
disclosure a description of the invention defined by the claims.

(C) A general allegation of “unpredictability in the art” is sufficient to support a
rejection of a claim for lack of an adequate written description.

(D) When filing an amendment, a practitioner should show support in the original
disclosure for new or amended claims.

(E) When there is substantial variation within a genus, an applicant must describe a
sufficient variety of species to reflect the variation within the genus.
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10. Independent claim 1, fully supported by the specification in a patent application states:

Claim 1. An apparatus comprising: a plastic valve; a copper pipe connected to the
plastic valve; and an aluminum pipe connected to the plastic valve.

Which of the following claims, presented in the application, provide the basis for a proper
rejection under 35 U.S.C. § 112, second paragraph?

Claim 2. The apparatus of claim 1, wherein said pipe is statically charged.
Claim 3. The apparatus of claim 1, wherein the outer surface of said copper pipe is

statically charged.
Claim 4. The apparatus of claim 1, further comprising a thermostat connected to said

plastic valve.

(A) Claim 2.
(B) Claim 3.
(C) Claim 4.
(D) Claims 2 and 3.
(E) Claims 3 and 4.

11. Registered practitioner Ethel prepares a utility patent application (not a CPA) for inventor
Fred, using her only copy of a published article, “Engineering Design,” published June 8, 1995,
to draft the application.  Thereafter, Ethel accidentally runs the copy of the article through her
paper shredder.  Ethel duly files the application in the USPTO on May 29, 1999.  The examiner
sends Ethel a non-final Office action dated December 7, 2000, setting a three-month period for
reply, including a rejection of claim 1 and a requirement for information under 37 CFR § 1.105
requiring her to submit a copy of the article, “Engineering Design.”  Which of the following will
properly be accepted by the USPTO as a complete reply to the requirement for information?

(A) An information disclosure statement, filed by Ethel on Monday, January 15, 2001,
that complies with the provisions of 37 CFR § 1.98, listing a foreign patent, and
stating that each item of information contained in the information disclosure
statement was first cited in a communication from a foreign patent office less than
three months prior to the filing of the information disclosure statement.

(B) A statement filed by Ethel on Wednesday, March 7, 2001, stating that Ethel is not
an individual identified under 37 CFR § 1.56(c).

(C) A statement filed by Ethel on Thursday, March 8, 2001, with the appropriate
petition and fee for a one-month extension, that states that the information
required to be submitted is not readily available to the party from which it was
requested.

(D) A statement filed by Ethel on Thursday, March 8, 2001, with the appropriate
petition and fee for a one month extension, which states that Ethel has a good
faith belief that the information required is not material to patentability.

(E) None of the above.



8

12. In January 2000, Chris invents an electrical door stop for automatically stopping a door at
any position by simply pressing the doorknob downward.  The doorknob is such that when
carrying a large package, one may rest the package on the doorknob to stop the motion of the
door.  During a lunch break before completing the writing of the application for the patent on the
automatic door stop, Chris’ patent agent, Sam, visits a local Shack restaurant and notices a door
stop which is actuated by stepping with one’s foot on a mechanical lever located at the bottom of
the door.  Sam makes a mental note to ask a colleague as to whether he needs to disclose the
doorstop at the Shack restaurant to the USPTO in conjunction with Chris’ application in an
information disclosure statement, but ultimately neglects to do so.  Sam knows that the restaurant
(and doorstop) was in existence at least one year prior to Sam’s visit.  In the first Office action,
the only prior art uncovered by the examiner relates to stopping a door using a lever that engages
a channel in the ceiling upon being pressed upward.  The examiner rejects the claim asserting it
would have been obvious to have either upward or downward actuating motion.  In the reply to
the first Office action Sam argues that the downward motion is essential because it affords the
ability to actuate when one is carrying a package and that the prior art does not disclose a
downwardly actuated doorstop.  Following Sam’s argument, the case issues.  Claim 1 reads as
follows:

1. A door stop for automatically stopping the pivoting action of a door by pressing
downward, said door stop comprising:

a) first means attached to a door for receiving a downward movement;
b) second means for actuating a mechanism for engaging the floor surface in

response to the downward movement of the first means, said first and second means
being operatively connected.

Which of the following is true?

(A) Since Sam knew of the doorstop at the restaurant and not Chris, there is no duty to
disclose the Shack restaurant doorstop.  An attorney need not disclose that which
is within his personal knowledge in an information disclosure statement.

(B) Since Sam discovered the Shack restaurant device after he had started writing the
application, the invention was fully disclosed to Sam.  There is no need to
disclose that which occurs after an inventor completes his application disclosure.

(C) Sam needs to disclose only patents or printed publications to the USPTO to
satisfy the duty of disclosure.  Since Sam was unaware of any patent or printed
publication for the Shack restaurant doorstop, Sam does not need to file an
information disclosure in this regard.

(D) Chris should file a request for reexamination seeking to have the Shack restaurant
door stop considered.

(E) None of the above.
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13. The following statements relate to “multiple dependent claims.”  Which statement is not
in accord with proper USPTO practice and procedure?

(A) A multiple dependent claim contains all the limitations of all the alternative
claims to which it refers.

(B) A multiple dependent claim contains in any one embodiment only those
limitations of the particular claim referred to for the embodiment under
consideration.

(C) A multiple dependent claim must be considered in the same manner as a plurality
of single dependent claims.

(D) Restriction may be required between the embodiments of a multiple dependent
claim.

(E) The limitations or elements of each claim incorporated by reference into a
multiple dependent claim must be considered separately.

14. Regarding claims, which of the following practices is not in accordance with proper
USPTO practice and procedure?

(A) A singular dependent claim 2 could read as follows:
2.  The product of claim 1 in which…

(B) An application may contain a series of singular dependent claims in which a
dependent claim refers to a preceding claim which, in turn, refers to another
preceding claim.

(C) A dependent claim may refer back to any preceding independent claim.
(D) A claim which depends from a dependent claim may be separated therefrom by

any claim which does not also depend directly or indirectly from said “dependent
claim.”

(E) Each claim begins with a capital letter and ends with a period.

15. Which of the following is/are information which the USPTO may require an attorney of
record in a reissue application to submit in a reply to a first Office action dated April 12, 2001?

(A) Information used in invention process: A copy of any non-patent literature,
published application, or patent (U.S. or foreign) that was used in the invention
process, such as by designing around or providing a solution to accomplish an
invention result.

(B) The publication date of an undated document mentioned by applicant which may
qualify as printed publication prior art.

(C) Comments on a new decision by the Federal Circuit that appears on point in the
examination of the aplication.

(D) (A), (B), and (C).
(E) None of the above.
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16. Stan, through a registered practitioner, files an application for a patent.  During the
prosecution of Stan’s patent, in an amendment, the practitioner admitted in his discussion as to
“all the claims” of Stan’s application, that “the most pertinent available prior art known to the
Applicants and their representatives is the Acme Patent, cited by the examiner.”  Within one year
after the patent issues, Stan comes to you and wants to file a reissue to broaden his claims, based
on the fact that the Acme patent is not prior art.  He has ample evidence to show that he
conceived and reduced his invention to practice before the filing date of the Acme patent.  Which
of the following is true?

(A) Stan should file a reissue application accompanied by a declaration under 37
C.F.R. 1.131 to swear behind the date of the Acme reference.  The statement by
the registered practitioner, who formerly represented Stan, that the Acme patent
was prior art constituted error without deceptive intent and may be corrected by
reissue.

(B) The explicit admission by the registered practitioner, who formerly represented
Stan, that the Acme patent constituted prior art is binding on Stan in any later
proceeding involving the patent.

(C) Stan should file a request for reexamination and submit the Acme patent along
with evidence in the form of affidavits or declarations showing that the Acme
patent is not prior art.

(D) Since the Acme patent was cited by the examiner and not by the registered
practitioner, who formerly represented Stan, Stan can not be held accountable for
the error.  Moreover, the statement by the registered practitioner was directed to
the pertinence of the prior art and not to the issue of whether the date of the Acme
patent could be sworn behind.  Accordingly, the statement has no binding effect.

(E) (A) and (D).

17. Which of the following statements involving an examiner’s statement of reasons for
allowance in a Notice of Allowance dated February 8, 2001, is in accordance with USPTO rules
and procedure?

(A) Failure by applicant or patent owner to file a statement commenting on the
reasons for allowance cannot give rise to any implication that the applicant or
patent owner agrees with or acquiesces in the reasoning of the examiner.

(B) If applicant files a statement commenting on the reasons for allowance, failure by
the examiner to respond to applicant’s statement gives rise to the implication that
the examiner agrees with applicant’s statement.

(C) If applicant files a statement commenting on the reasons for allowance, failure by
the examiner to respond to applicant’s statement does not give rise to any
implication.

(D) (A) and (C)
(E) None of the above.
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18. Registered practitioner Joe files a design patent application under 37 CFR § 1.53(b)
having one claim on May 6, 1999.  The USPTO sends Joe a notice of allowance dated November
10, 2000.  Joe pays the issue fee on November 15, 2000.  On November 23, 2000, Joe learns
about a publication (the “Smith Reference”) which he knows to be material to patentability of the
claim, but which was not considered by the examiner during prosecution of the application.  Joe
prepares an information disclosure statement that complies with the provisions of 37 CFR § 1.98,
listing the Smith reference.  Which of the following actions, if taken by Joe on November 24,
2000, will result in a request for continued examination of the application being granted in
accordance with USPTO rules and procedure?

(A) Filing a request for continued examination of the application with the information
disclosure statement listing the Smith Reference, without the fee set forth in 37
CFR § 1.17(e).

(B) Filing a request for continued examination of the application with the information
disclosure statement listing the Smith Reference, and the fee set forth in 37 CFR §
1.17(e).

(C) Filing a request for continued examination of the application with the information
disclosure statement listing the Smith Reference, the fee set forth in 37 CFR §
1.17(e), and a petition under 37 CFR § 1.313 with the fee set forth in 37 CFR §
1.17(h).

(D) (B) or (C) above.
(E) None of the above.

19. In early 1999, at the request of MC Motors, Eve demonstrated her reverse automobile
heating system at a testing facility in Germany.  MC Motors signs a confidentiality agreement
and agrees not to disclose the invention to anyone.  The test is conducted in a secluded area and
the persons involved are sworn to secrecy.  Unbeknownst to Eve, MC Motors installs the reverse
heating system on its MC cars and begins selling its cars with the reverse heating system in the
United States in September 1999.  In August 2000, MC files a patent application in the United
States for the reverse automobile heating system.  In December 2000, Eve files a patent
application claiming the automobile heating system.  The examiner rejects all the claims in Eve’s
application based upon an MC Motors brochure advertising its cars in September 1999.  Which
of the following is true?

(A) Eve is not entitled to a patent since the invention was on sale in this country, more
than one year prior to the date of the application for patent in the United States.

(B) Since the MC Motors misappropriated the invention and since Eve did not
authorize the sale, the rejection may be overcome by showing that the sales by
MC Motors were not authorized by Eve.

(C) MC Motors is entitled to a patent since although it misappropriated the idea for
the invention from Eve, the misappropriation was beyond the jurisdiction of the
USPTO.

(D) (A) and (C).
(E) None of the above.
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20. A patent application filed in the USPTO claims a nylon rope coated with element E for
the purpose of preventing breakage of the rope.  In the first Office action, the examiner rejects
the claim as obvious over P in view of a trade journal publication, T.  P teaches a nylon rope
coated with resin for the purpose of making the rope waterproof.  T teaches a nylon tent fabric
coated with element E for the purpose of making the tent waterproof, and suggests the use of
element E for making other nylon products waterproof.  Following proper USPTO practices and
procedures, the combination of P and T:

(A) cannot support a prima facie case of obviousness because T lacks a suggestion to
combine with P for the purpose of preventing breakage in nylon rope.

(B) cannot support a prima facie case of obviousness because P lacks a suggestion to
combine with T for the purpose of preventing breakage in nylon rope.

(C) cannot support a prima facie case of obviousness because T only contains a
suggestion to combine with P for the purpose of waterproofing nylon rope.

(D) can support a prima facie case of obviousness, even though T only contains a
suggestion to combine with P for the purpose of waterproofing nylon rope.

(E) can support a prima facie case of obviousness because the applicant is always
under an obligation to submit evidence of non-obviousness regardless of whether
the examiner fully establishes a prima facie case of obviousness.

21. Which of the following is true?

(A) For a nonprovisional utility patent application filed in the USPTO on January 10,
2001, formal drawings are required to overcome an objection issued during initial
review that drawings in the application do not comply with 37 C.F.R. § 1.84(g)
and (u)(1).

(B) If the primary examiner requires formal drawings at the time a patent application
is allowed and sets a three month period of time from the mail date of a notice of
allowability within which to file the drawings to comply with 37 C.F.R. § 1.84,
the applicant may obtain an extension of time to file the formal drawings by filing
a petition for an extension of time under 37 CFR § 1.136(a) or (b) and the
appropriate fee.

(C) For a nonprovisional application filed on November 2, 2000, to claim the benefit
under 35 U.S.C. § 119(e) of the filing date of a provisional application filed on
November 6, 1999, the nonprovisional application must be copending with the
provisional application.

(D) In those instances in which an applicant seeks to add new matter to the disclosure
of an application, a request for continued examination is not a proper procedure
for adding the new matter.

(E) A nonprovisional utility application in the name of inventor Smith filed on
January 18, 2001, may properly claim the benefit of the filing date of a
provisional utility application filed in Smith’s name on January 24, 2000, where
the provisional application is entitled to a filing date even though the basic filing
fee for the provisional application was not paid.
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22. Where the reference relied upon in a 35 U.S.C. § 103 rejection qualifies as prior art only
under 35 U.S.C. § 102(f), or (g), which of the following represents the most comprehensive
answer in accord with proper USPTO practice and procedure as to the action an applicant should
take to overcome the rejection?

(A) Present proof that the subject matter relied upon and the claimed invention are
currently commonly owned.

(B) Present proof that the subject matter relied upon and the claimed invention were
commonly owned at the time the later invention was made.

(C) Present proof that the subject matter relied upon and the claimed invention were
subject to an obligation to assign to the same person at the time the later invention
was made.

(D) (A) and (B).
(E) (C) and (D).

23. Mitch and Mac are named inventors on an international application that is filed in the
USPTO Receiving Office, and designates the United States of America.  Mac now indicates that
he will not sign the Request for the international application.  Mitch wishes to proceed with the
Request and seeks the advice of their patent agent.  Which of the following answers accords with
the provisions of the Patent Cooperation Treaty?

(A) Mitch’s agent should sign the Request and accompany it with a statement
indicating why it is believed that Mac refuses to proceed with the Request.

(B) Mitch should sign the request for himself and also sign on behalf of Mac.
(C) Mitch should sign the request and seek a court order to obtain Mac’s signature.
(D) Mitch should sign the Request and Mitch’s agent should sign on behalf of Mac,

since he continues to represent Mac.
(E) Mitch should sign the Request and accompany it with a statement providing a

satisfactory explanation for the lack of Mac’s signature.

24. An amendment filed January 8, 2001, in an unassigned nonprovisional application seeks
to cancel claims so that fewer than all of the currently named inventors are the actual inventors
of the invention being claimed.  The amendment includes a request to delete the names of the
persons who are not inventors.  In accordance with proper USPTO rules and procedure, the
request may be signed by which of the following?

(A) A registered practitioner not of record who acts in a representative capacity under
37 CFR § 1.34(a).

(B) All of the applicants (37 CFR § 1.41(b)) for patent.
(C) A registered practitioner of record appointed pursuant to 37 CFR § 1.34(b).
(D) (B) and (C).
(E) (A), (B), and (C).
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25. Which of the following is not in accordance with proper USPTO practice and procedure?

(A) Conversion of a provisional application to a nonprovisional application will result
in the term of any patent to issue from the application being measured from at
least the filing date of the provisional application.

(B) Conversion of a provisional application to a nonprovisional application cannot
adversely impact on the term of any patent to issue from the application.

(C) An applicant having filed a provisional application can avoid any adverse patent
term impact resulting from converting the provisional application to a
nonprovisional application by instead filing a nonprovisional application claiming
the benefit of the provisional application under 35 U.S.C. § 119(e).

(D) An applicant filing a nonprovisional application claiming the benefit under 35
U.S.C. § 119(e) and 37 C.F.R. § 1.78 of an earlier provisional application, and not
requesting conversion of the provisional to a nonprovisional application can avoid
the fee required to convert a provisional application to a nonprovisional
application, as well as an adverse patent term effect that would result from a
conversion.

(E) The twelve month period of pendency of a provisional application extends to the
next secular or business day which is not a Saturday, Sunday, or Federal holiday
in the District of Columbia if the day that is twelve months after the filing date of
the provisional application under 35 U.S.C. § 111(b) and 37 C.F.R. § 1.53(c) falls
on a Saturday, Sunday, or a Federal holiday in the District of Columbia.

26. Which of the following is not in accord with proper USPTO practice and procedure?

(A) If a practitioner, “by mistake,” files an application and basic filing fee, the
submission of the filing fee with the application is treated by the Office as not a
fee paid by mistake, and the fee will not be refunded.

(B) If, in April 2001, a practitioner files an application, properly establishes the
applicant’s small entity status, and “by mistake” pays the filing fee by submitting
a check drawn in the amount that is twice the amount of the small entity filing fee,
a refund of the excess fee may be obtained upon request filed any time during
pendency of the application and life of any patent granted on the application.

(C) The paragraphs of the specification of an original utility patent application filed in
January 2001 may, but are not required to be numbered at the time the application
is filed.

(D) If a provisional application is filed in a language other than English, an English
language translation of the non-English language provisional application will not
be required in the provisional application.

(E) If a table having more than 50 pages of text is submitted on compact disc, the
specification of a patent application must contain an incorporation-by-reference of
the material on a compact disc in a separate paragraph, identifying each compact
disc by the names of the files contained on each compact disc, their date of
creation, and their sizes in bytes.
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27. Regarding the specification of a nonprovisional patent application, which of the
following practices is in accordance with proper USPTO practice and procedure?

(A) The specification may include graphical illustrations or flowcharts.
(B) The specification must begin with one or more claims.
(C) The specification may include hyperlinks or other forms of browser-executable

code embedded in the text.
(D) The specification may include tables and chemical formulas.
(E) The specification may include a reservation for a future application of subject

matter disclosed but not claimed in the application.

28. Practitioner Smith filed a utility patent application on January 5, 2001, with informal
drawings.  Upon review of the drawings, the USPTO concluded that the drawings were not in
compliance with 37 C.F.R. § 1.84(a)(1) and (k), and were not suitable for reproduction.  In an
Office communication, Smith was notified of the objection and given two months to correct the
drawings in order to place the application in the files of a Technology Center for examination.
Which of the following complies with USPTO practices and procedures for a complete bona fide
attempt to advance the application to final action?

(A) Smith timely files a response requesting that the objections to the drawings be
held in abeyance until allowable subject matter is indicated.

(B) Smith timely files a response requesting that the objections to the drawings be
held in abeyance since the requirement increases up-front costs for the patent
applicant, and the costs can be avoided if patentable subject matter is not found.

(C) Smith timely files a response requesting that the objections to the drawings be
held in abeyance until fourteen months from the earliest claimed priority date.

(D) Smith timely files a response correcting the drawings to comply with 37 C.F.R. §
1.84(a)(1) and (k), and making them suitable for reproduction.

(E) All of the above.

29. Which of the following do not represent prior art?

(A) The preamble of a Jepson claim.
(B) A technical journal as of its date of publication which is accessible to the public

as of the date of its publication.
(C) A disclosure publicly posted on the INTERNET, but containing no publication or

retrieval date.
(D) A doctoral thesis indexed, cataloged and shelved in a university library.
(E) Applicant’s labeling of one of the figures in the drawings submitted with his

application as prior art.
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30. Which of the following is in accord with proper USPTO practice and procedure?

(A) A utility application was filed in October 1999.  Following a restriction
requirement, the applicant elected claims 1-5, and the examiner withdrew non-
elected claims 6-10.  After a final rejection of claims 1-5 in January 2001, the
applicant may submit an amendment canceling previously examined claims and
present claims to the previously non-elected invention of claims 6-10 when filing
a request for continued examination under 37 CFR § 1.114.

(B) Claims in an allowed application may be amended as a matter of right after
payment of the issue fee inasmuch as the Office may not rule on amendment filed
after a notice of allowance until after the period for payment of the issue fee has
expired.

(C) If, at the time an application is allowed in January 2001, a corrected drawing is
required or formal drawing is needed, the applicant is given a three month period
in the notice of allowability to file the same, and is permitted to file corrected or
formal drawings after payment of the issue fee upon filing a request of an
extension of time and payment of the requisite fee.

(D) Where, after a final rejection, a request for continued examination complying with
37 CFR § 1.114, is filed in April 2001 accompanied by a request to suspend
action by the Office for a period not exceeding three months to provide time to
submit an information disclosure statement, and the requisite fees, the Office may
grant the requested suspension.

(E) Where an examiner has finally rejected all the claims in a utility application in
January 2001, and sets a three month shortened statutory period for reply, the
Office may grant a request to suspend action by the applicant for a period not
exceeding six months to provide time to gather and submit evidence, if the request
and requisite fees are filed within the three month reply period.

31. Which of the following statements is correct regarding an antedating declaration or
affidavit being used in accordance with proper USPTO practice and procedure?

(A) Where the reference publication date is more than one year before applicant’s
effective filing date.

(B) Where the reference is a prior U.S. patent to the same entity, claiming the same
invention.

(C) Where the subject matter relied on in the reference is prior art under 35 U.S.C. §
102(g).

(D) Where the reference, a U.S. Patent, with a patent issue date less than one year
prior to applicant’s effective filing date, shows but does not claim the same
patentable invention.

(E) Where the effective filing date of applicant’s parent application or an
International Convention-proved filing date is prior to the effective date of the
reference.
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32. Which of the following is in accordance with proper USPTO practice and procedure?

(A) After issuance of a notice of allowance in November 2000, a petition to withdraw
an application from issue and requisite fee are required if a request for continued
examination, submission, and requisite fee are filed prior to the issuance of the
patent.

(B) After issuance of a notice of allowance in April 2001 for an application, an
amendment of the claims in the application may be filed before, with, or after
payment of the issue fee.

(C) The Office ensures that any petition to withdraw an application from issue, filed
after payment of the issue fee, will be acted upon prior to the scheduled date of
patent grant.

(D) If a request for continued examination under 37 CFR § 1.114, accompanied by the
requisite fee, but not a submission, are filed in March 2001, after an application
was allowed in January 2001, the Office will notify the applicant and set a time
period within which the deficiency must be corrected.

(E) An amendment filed in the Office in April 2001 in reply to a final rejection must
comply with either the provisions of 37 CFR § 1.114 or the provisions of 37 CFR
§ 1.116(b) and (c).

33. In which of the following situations, considered independently of each other, is the
original, new, or amended claim supported in the application as filed?

(A) An amendment to the specification changing the definition of “holder” from “is a
hook” to “is a hook, clasp, crimp, or tong” and no amendment is made of the
claim, which uses the term “holder.”  The amendment is filed one month after the
application was filed.  There was no previous supporting disclosure in the
specification of the holder being a clasp, crimp, or tong.

(B) An amendment to the specification and claims changing the definition of “holder”
from “is a hook” to “is a hook, clasp, crimp, or tong.”  The amendment is filed
one month after the application was filed.  There was no previous supporting
disclosure in the specification of the holder being a clasp, crimp, or tong.

(C) Original claim 1 in the application refers to “a holder,” and original claim 2
depends from and refers to claim 1 stating, “said holder is a hook, clasp, crimp, or
tong.”  There is no disclosure in the specification preceding the claims in the
application as filed for the holder to be a clasp, crimp, or tong.

(D) An amendment is filed presenting a claim to an electrical insulating device,
copied from a patent for the purpose of provoking an interference.  The claim
refers to “nonconductive plastic holder.”  The application as filed contains a broad
generic disclosure describing electrical insulating devices.  The holder is
described in the specification of the application as “conducting electricity.”  There
is no disclosure in the specification of the holder being “nonconductive.”

(E) All of the above.
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34 – 36. The following facts apply to the following three questions.  For purposes of these
questions, it should be assumed that the statutes and regulations effective as of April 18, 2001
apply for all time periods covered by the questions.

Joseph, a citizen and resident of the United States, invented a new brake for in-line skates and
filed a nonprovisional utility patent application in the USPTO on February 8, 2001.  The
application as filed included a specification and claims in compliance with 35 USC § 112, three
sheets of publication quality drawings, an abstract of the disclosure, and an information sheet
listing the name and address of the inventor.  The application was initially filed without an
executed inventor’s oath or declaration and without the required filing fee.  The Office issued a
“Notice to File Missing Parts – Filing Date Granted” on April 2, 2001.  The Notice informed
Joseph that he must submit an executed oath or declaration by the inventor, pay the required
filing fee, and pay a surcharge for late submission of these items within two (2) months of the
date of the Notice.  Joseph received the Notice on April 9, 2001.

Joseph brought the Notice with him when he left for an extended overseas business trip the next
day, April 10, 2001.  Unfortunately, the Notice was placed in luggage that was lost during the
trip.  Upon his return to the United States on July 26, 2001, Joseph obtained a copy of the Notice
and, on August 2, 2001 filed a Reply in full compliance with the Notice.  A Petition for a two-
month extension of time and all required fees accompanied the Reply.  Joseph also requested
waiver and a refund of fees associated with the Petition for extension of time on the basis that the
delay was a result of his lost luggage and his extended trip overseas.  In Joseph’s view, even
though he could have replied within the two-month period, it was unfair to penalize him for lost
luggage.  The request for waiver of fees was denied.

A first substantive Office action on the merits of the application issued December 19, 2001 and
set a three-month shortened statutory time for reply.  All pending claims were rejected on the
basis of prior art.  Joseph filed a fully responsive Amendment on March 19, 2002, and a final
Office action issued August 12, 2002 with a three-month shortened statutory period for reply.
The final Office Action allowed certain claims and rejected other claims on substantially the
same grounds set forth in the first Office action.  Joseph filed a Notice of Appeal on
September 19, 2002 and an Appeal Brief on March 18, 2003.  A Petition for extension of time
and proper authorization to charge a deposit account for any required fees accompanied the
Appeal Brief.

An Examiner’s Answer issued on April 2, 2003, and Joseph filed a Reply Brief on April 15,
2003.  The Board of Patent Appeals and Interferences reversed the Examiner’s rejections on
August 19, 2003.  A Notice of Allowance and Issue Fee Due was mailed September 3, 2003.
Joseph paid the Issue Fee on September 15, 2003 and the patent issued March 9, 2004.

34. The Office determined that the applicant failed to engage in reasonable efforts to
conclude prosecution of the application.  Which of the following statements is most true?

(A) Joseph is entitled to no patent term extension because neither the Uruguay Round
Agreements Act nor the Patent Term Guarantee Act of 1999 applies to Joseph’s
patent application.
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(B) Although the Patent Term Guarantee Act of 1999 applies to Joseph’s application,
Joseph forfeited any patent term extension by failing to engage in reasonable
efforts to conclude prosecution of the application.

(C) Joseph is entitled to a total patent term extension of approximately two (2) months
because the application was pending for more than three (3) years.

(D) Joseph’s successful appellate review adds approximately 11 months to any
calculation of patent term extension.

(E) By replying to the Notice to File Missing Parts approximately two (2) months
after the deadline set by the USPTO, Joseph reduced any patent term extension by
two (2) months.

35. In addition to the facts set forth in connection with the previous question, Joseph’s
application had not and would not be the subject of an application filed in another country, or
under a multilateral international agreement, that requires publication of applications eighteen
months after filing.  At the time he filed his application in the USPTO, Joseph submitted a
nonpublication request and supporting materials that fully complied with all requirements for
nonpublication of the application at 18 months.  Which of the following statements is most
correct?

(A) By requesting nonpublication of the application, Joseph “opted out” of the
statutory framework for patent term extension and, therefore, no patent term
extension is available.

(B) Submission of the nonpublication request does not affect any patent term
extension that might be available to Joseph.

(C) Joseph may rescind his nonpublication request at any time.
(D) Statements (A) and (C) are true.
(E) Statements (B) and (C) are true.

36. In the facts set forth in connection with the preceding two questions, what if any
extension of time was required by Joseph for filing an Appeal Brief on March 18, 2003?

(A) No extension of time was available and the Appeal Brief should have been
rejected because it was filed more than six months after the final Office action
issued.

(B) No extension of time was available and the Appeal Brief should have been
rejected because it was filed more than six months after the Notice of Appeal was
filed.

(C) A three-month extension of time was required.
(D) A four-month extension of time was required.
(E) A five-month extension of time was required.
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37. In which of the following instances is the filing of a request for continued examination
(RCE) of an application, together with a submission and payment of the appropriate fee, in
accordance with proper USPTO practice and procedure?

(A) The RCE, including an amendment to the written description, is filed on April 17,
2001, in a nonprovisional utility application having a filing date in July 1998.  A
Notice of Appeal to the Board of Patent Appeals and Interferences had been filed
in November 2000, and as of April 17th the appeal is awaiting a decision.

(B) The RCE, including an amendment to the written description, is filed on April 17,
2001, in a nonprovisional utility application having a filing date in July 1996.  A
Notice of Appeal to the United States Court of Appeals for the Federal Circuit
was properly filed in January 2001, and the appeal has not terminated as of April
17th.

(C) The RCE, including an amendment to the written description, is filed on April 17,
2001, in a nonprovisional utility application having a filing date in July 1999.
The issue fee was filed in the Office on Friday, January 19, 2001, but a petition
and fee to withdraw the application has not been filed.

(D) The RCE, including an amendment to the written description, is filed on April 17,
2001, for a nonprovisional utility application having a filing date in July 1996.
On Monday, April 2, 2001, Applicant withdrew a Notice of Appeal to the United
States Court of Appeals for the Federal Circuit.  There were no allowed claims in
the application, and the Court’s dismissal of the appeal did not indicate any
further action to be taken by the Office.

(E) The RCE, including an amendment to the written description, is filed on April 17,
2001, for a provisional utility application having a filing date in July 2000.

38. A registered practitioner filed a nonprovisional U.S. patent application in the USPTO on
Monday, October 9, 2000.  The full basic fee for other than a small entity accompanied the
application.  The practitioner later realized that a mistake had occurred because only the basic fee
for a small entity should have been paid.  On Thursday, November 9, 2000, the practitioner
completed proper establishment of the applicant’s small entity status by filing an assertion under
37 C.F.R. § 1.27(c) with the USPTO.  On Monday, December 11, 2000, the practitioner filed a
petition under 37 CFR 1.136, and the fee required by 37 CFR 1.17(a) for a one month extension
of time to file a request for a refund of the excess amount paid based on establishment of small
entity status.  Absent any other action, which of the following is the latest date that the
practitioner can properly file a request for refund and obtain the same in accordance with proper
USPTO practice and procedure?

(A) Thursday, November 9, 2000.
(B) Friday, December 8, 2000.
(C) Monday, December 11, 2000.
(D) Tuesday, January 9, 2001.
(E) Thursday, January 11, 2001.
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39. Which of the following is/are required to be included in a request for reexamination
submitted by a person other than the patent owner on January 12, 2001?

(A) A statement pointing out each substantial question of patentability based on the
arguments stated by the examiner in the first Office action.

(B) A statement that, in the opinion of the requester, the application to which the
request is directed meets the requirements of 35 U.S.C. 112.

(C) A copy of the entire patent including the front face, drawings, and
specification/claims, in double column format on single-sided sheets, for which
reexamination is requested, and a copy of any disclaimer, certificate of correction,
or reexamination certificate issued in the patent.

(D) A certification that a copy of the request has been served in its entirety on “the
patent owner at the address as provided for in § 1.33(c),” without indicating the
name and address of the party served.

(E) None of the above.

40. In June 1998, Jack and Jill, a married couple, are vacationing in Vietnam (not a WTO
country) when they encounter a man selling bamboo knives for cleaning fish.  The particular
curvature of the bamboo both lends support to the knife to prevent it from bending and breaking
and facilitates cleaning inside the fish.  Jill takes a picture of Jack with the knife cleaning the
fish.  Subsequently, in November 1998, when Jack returns to the United States he begins to make
and sell an identical knife to the one seen in Vietnam.  In July 1999, he files a patent application
claiming the nearly identical knife.  Jack discloses no prior art during the prosecution of his
application and fails to mention the knife he saw in Vietnam.  The examiner finds no prior art
similar to the claimed knife, and Jack is awarded a patent in December 2000.  Meanwhile, Jill
divorces Jack, and associates with Sam.  Unfortunately, Sam is penniless.  To raise cash, Sam
and Jill begin selling a knife identical to the one Jack produces, only Sam and Jill make their
knife out of plastic.  The knives of Sam and Jill sell like hotcakes.  Jack sues for infringement.
Jill and Sam come to you for advice.  Which of the following is not true?

(A) Jack is entitled to patent protection since Vietnam is not a WTO country and
evidence of the Vietnamese knife cannot be used against him to reject his patent
claims.

(B) Jack had a duty under 37 C.F.R. §1.56 to disclose his discovery of the bamboo
knife in Vietnam to the examiner during the original patent prosecution.

(C) Since the use in Vietnam was not in this country, it does not constitute a public
use bar under 35 U.S.C. § 102(b).

(D) If Jill’s attorney files a request for reexamination, it will be denied because the
picture is not a patent or printed publication.

(E) Although Jack marketed the invention before obtaining a patent, the patent claims
cannot be invalidated under 35 U.S.C. § 102(a) since Jack’s making and selling of
the knife cannot be used against him under 35 U.S.C. § 102(a).
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41. Which of the following is not in accordance with proper USPTO practice and procedure
regarding design patent applications filed in March 2001?

(A) The expedited treatment available for design applications under 37 CFR § 1.155
expedites design application processing by, among other things, decreasing
clerical processing time as well as the time spent routing the application between
processing steps.

(B) The “petition to make special” procedure is also available for designs and the
petition fee is less than the fee for expedited examination.

(C) To qualify for expedited examination: (1) the application must include drawings
in compliance with 37 CFR § 1.84; (2) the applicant must have conducted a
preexamination search; and (3) the applicant must file a request for expedited
examination including: (i) The appropriate fee; and (ii) a statement that a
preexamination search was conducted.  The statement must also indicate the field
of search and include an information disclosure statement in compliance with 37
CFR § 1.98.

(D) If the design application is not effectively expedited by the Office, the fee for
expediting the application will be refunded.

(E) The Office will not examine an application that is not in condition for
examination (e.g., missing basic filing fee) even if the applicant files a request for
expedited examination under this section.

42. Registered practitioner Rick files a utility patent application under 37 CFR § 1.53(b) in
the USPTO having one claim on May 6, 1998.  Following a proper final rejection dated June 28,
2000, of claim 1 Rick files a request for continued examination with the appropriate fee on
September 12, 2000, and submits an amendment to claim 1 with the request.  On October 7,
2000, Rick learns about a publication (the “Columbus reference”) which he knows to be material
to patentability of claim 1, but which was not considered by the examiner during prosecution of
the application.  Rick prepares an information disclosure statement that complies with the
provisions of 37 CFR § 1.98, listing the Columbus reference.  The finality of the action dated
June 28, 2000, is withdrawn in an Office action, dated November 20, 2000, which is after the
filing of the request for continued examination.  Which of the following actions, if taken by
Rick, will properly result in the Columbus reference being considered by the Office during the
pendency of the application?

(A) Filing the information disclosure statement on November 15, 2000, without any
further statement and without the fee set forth in § 1.17(p).

(B) Filing the information disclosure statement on December 11, 2000, without any
further statement and without the fee set forth in  § 1.17(p).

(C) Filing the information disclosure statement on December 13, 2000, without any
further statement and without the fee set forth in § 1.17(p).

(D) Choices (A) or (B) above.
(E) None of the above.
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43. As a new member of a law firm, you are assigned to continue the prosecution of a patent
application that was prosecuted by Stewart, who recently joined another law firm.  After
reviewing the file, you note that Stewart's reply to a first Office included two amendments:
Amendment #1 introduced a change to the specification which did not affect the claims;
Amendment #2 introduced a change to the specification, which change was also introduced to all
of the claims currently in the application.  You also note that the examiner in a current Office
action has taken the position that both amendments constituted new matter, required cancellation
of the new matter, and rejected all the claims on the ground that they recited elements without
support in the original disclosure under 35 U.S.C. 112, first paragraph.  For the purpose of
reviewing the examiner’s requirement, which of the following statements accords with proper
USPTO practice and procedure?

(A) Both Amendment #1 and Amendment #2 give rise to appealable questions.
(B) Review of the examiner's requirement for cancelation of both Amendment #1 and

Amendment #2 is by way of petition.
(C) Review of the examiner's requirement for cancelation of Amendment #1 is by

way of petition, and review of the examiner's requirement for cancelation of
Amendment #2 is by way of appeal.

(D) Review of the examiner's requirement for cancelation of Amendment #1 is by
way of appeal, and review of the examiner's requirement for cancelation of
Amendment #2 is by way of petition.

(E) Both Amendment #1 and Amendment #2 give rise to questions which may be
reviewed either by petition or on appeal.

44. After filing a Notice of Appeal, an appeal brief is due.  In accordance with proper
USPTO practice and procedure:

(A) The brief is due within two months of the date of appeal.  The Office date of
receipt of the Notice of Appeal is the date from which this two month period is
measured.

(B) The brief is due within two months of the date of appeal, the date indicated on any
Certificate of Mailing under 37 C.F.R. § 1.8 attached to the Notice of Appeal is
the date from which this two month period is measured.

(C) Failure to file the appeal brief within the permissible time will result in dismissal
of the appeal and abandonment of the application, including any allowed claims.

(D) Failure to file the appeal brief within the permissible time will result in dismissal
of the appeal and abandonment of the application containing no allowed claims,
and an appeal brief will be due within two months after the date a petition is
granted to revive the application and reinstate the appeal.

(E) If the appellant is unable to file an appeal brief within the time allotted by the
rules, appellant may file a petition, with fee, to the examining group, requesting
additional time, and the time extended is added to the last day the appeal brief
would have been due when said last day is a Saturday, Sunday, or Federal
holiday.
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45. In regard to patent application drawings, which of the following is in accord with proper
USPTO practice and procedure?

(A) Views in a drawing may be connected by projection lines, and views may contain
center lines in patent applications filed in April 2001.

(B) Photographs must be developed on paper that is DIN size A4 or 8½ by 11 inches,
and meet margin requirements set by regulation in applications filed in April
2001.

(C) Color drawings are permitted by regulation, and without further authorization, in
an application submitted under the Office electronic filing system in April 2001.

(D) The Office will accept black and white photographs in utility or design
applications filed in April 2001 only if three copies of black and white
photographs, and a petition and fee are filed to have such photographs accepted.

(E) In applications filed in April 2001, the scale of a drawing must be properly
indicated by statements such as “actual size” or “scale ½.”

46. Regarding a power of attorney or authorization of agent in a patent application, which of
the following is in accordance with proper USPTO practice and procedure?

(A) Powers of attorney to firms submitted in applications filed in the year 2001 are
recognized by the United States Patent and Trademark Office.

(B) The associate attorney may appoint another attorney.
(C) The filing and recording of an assignment will operate as a revocation of a power

or authorization previously given.
(D) Revocation of the power of the principal attorney or agent does not revoke powers

granted by him or her to other attorneys or agents.
(E) All notices and official letters for the patent owner or owners in a reexamination

proceeding will be directed to the attorney or agent of record in the patent file at
the address listed on the register of patent attorneys and agents.

47. An examiner has properly established a prima facie showing of no specific and
substantial credible utility for the claimed invention in a patent application filed in February
2001.  An applicant can sustain the burden of rebutting and overcoming the showing by:

(A) Providing reasoning or arguments rebutting the basis or logic of the prima facie
showing.

(B) Amending the claims.
(C) Providing evidence in the form of a declaration under 37 C.F.R. § 1.132 rebutting

the basis or logic of the prima facie showing.
(D) Providing evidence in the form of a printed publication rebutting the basis or logic

of the prima facie showing.
(E) All of the above.
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48. Your Canadian client, UpNorth Incorporated, came to you on February 11, 2001 with a
valuable invention for pulping timber.  UpNorth informed you it had been successfully using the
invention commercially for the past fourteen months deep in the Canadian forests.  The invention
has not been used anywhere else by UpNorth, and the pulped timber from the UpNorth
operations has not left Canada.  At least one competitor, another Canadian company, lawfully
observed the invention in operation during its first month of use with no restriction as to
confidentiality or disclosure.  UpNorth filed a Canadian patent application in December 1, 1999,
prior to commercial use of the invention, but (in an effort to hold down expenses) chose not file a
corresponding application in the United States.  The Canadian patent application remains
pending.  UpNorth learned that two months ago, in December 2000, that its competitor began
using the invention commercially in the United States.  The invention was never disclosed or
used in the United States prior to two months ago.  UpNorth would like for you seek a United
States patent on the invention to block the competitor from continued use of the invention.
Which of the following would be reasonable advice from you to UpNorth?

(A) Since Canada is a NAFTA country, UpNorth is precluded from getting a United
States patent because the Canadian application was filed more than twelve months
ago and the invention was in public use more than one year prior to any possible
United States filing date for an UpNorth patent application.

(B) UpNorth should promptly file an application in the United States claiming the
benefit of the filing date of the Canadian application and should fully disclose the
Canadian commercial activities, the observation of the invention in Canada by
UpNorth’s competitor, and the competitor’s commercial activities in the United
States.

(C) UpNorth should abandon the pending Canadian application to avoid the
possibility the Canadian application could be used as prior art against a United
States patent application, and then file a patent application in the United States.

(D) UpNorth should promptly file an application in the United States without
claiming the benefit of the filing date of the Canadian application and should fully
disclose the Canadian commercial activities, the observation of the invention in
Canada by UpNorth’s competitor, and the competitor’s commercial activities in
the United States.

(E) Since UpNorth’s activities concerning the invention all took place in Canada, the
competitor’s commercial use in the United States prior to any possible United
States filing date for an UpNorth patent application precludes UpNorth from
obtaining a United States patent.
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49. In regard to disclosure of a utility in a nonprovisional utility patent application filed in the
Office in April 2001, which of the following is not in accord with proper USPTO practice and
procedure?

(A) For each claimed invention an applicant need only provide one credible assertion
of specific and substantial utility to satisfy the utility requirement.

(B) A patent examiner can properly support a rejection based on lack of utility by
providing documentary evidence regardless of the publication date to show a
factual basis for the prima facie showing of no specific and substantial credible
utility.

(C) Using a complex claimed invention as landfill is an example of a specific and
substantial utility for the claimed invention.

(D) An invention has a well-established ut ility if a person of ordinary skill in the art
would immediately appreciate why the invention is useful based on the
characteristics of the invention, and the utility is specific, substantial, and
credible.

(E) Where the asserted specific and substantial utility is not credible, a prima facie
showing of no specific and substantial utility must establish that it is more likely
than not that a person skilled in the art would not consider credible any specific
and substantial utility asserted by the applicant for the claimed invention.

50. An article in a popular scientific journal, dated January 13, 2000, fully discloses and
teaches how to make a “Smart Shoe” wireless telecommunications device.  The article discloses
a shoe having a dialer in a rubber sole of the shoe.  The article does not teach a metallic shoelace
or suggest using the same as an antenna or for any other purpose.  Which of the following claims
in an application filed January 22, 2001 is/are anticipated by the journal article, and is/are not
likely to be properly rejected under 35 U.S.C. § 112, second paragraph as indefinite?

Claim 1. A telecommunication device comprising: a shoe having a rubber sole; a
dialer in the rubber sole; and a metallic shoelace.

Claim 2. A telecommunications device comprising: a shoe having a rubber sole; a
dialer in the rubber sole; and optionally a metallic shoelace.

Claim 3. A telecommunication device comprising: a shoe having a rubber sole; a
dialer in the rubber sole; and optionally a random access memory for storing telephone
numbers.

(A) Claim 1.
(B) Claim 2.
(C) Claim 3.
(D) Claims 2 and 3.
(E) None of the above.
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